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DETAILED ACTION 

This Office action is in response to applicant's amendment filed on 13 June 2006. 



Response to Arguments 
Applicant indicated that it is assumed that since a specific subsection of 35 U.S.C. 102 was 
not cited in the rejection of claims 1-4, 6-8, and 11 as being anticipated by the Admitted Prior Art 
that the rejection was under 35 U.S.C. 102(b) (remarks, page 6). To be clear, Admitted Prior Art 
does not need to qualify as prior art under the statutory categories of 35 U.S.C. 102 because 
admissions are available as prior art against the claims, regardless of whether the admitted prior art 
would otherwise qualify as prior art under the statutory categories of 35 U.S.C. 102. Rivetwood Int V 
Corp. v. RA. Jones & Co., 324 F.3d 1346, 1354, 66 USPQ2d 1331, 1337 (Fed Cir. 2003). 

Applicant's arguments that the Admitted Prior Art does not teach a controller that is internal 
to an imaging device and is adapted to store a list of other imaging device network addresses have 
been fully considered and are persuasive (remarks, pages 6-8). Therefore, the corresponding 
rejections have been withdrawn. 

Applicant's arguments that the U.S. Patent No. 6,965,931 to Helms does not teach an 
imaging device that is an internal image generator of an imaging device that produces a hard copy on 
the appropriate media have been fully considered and are persuasive (remarks, pages 8-9). 
Therefore, the corresponding rejections have been withdrawn. 

Applicant's arguments that the U.S. Publication No. 2003/0055874 to Simpson et al. does 
not teach an imaging device that is an internal image generator of an imaging device that produces a 
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hard copy on the appropriate media have been fully considered and are persuasive (remarks, pages 
10-11). Therefore, the corresponding rejections have been withdrawn. 

Although applicant's arguments are persuasive, new grounds of rejection are made below in 
view of newly discovered 35 USC 112 issues and newly discovered prior art 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claims 1-11, 13, and 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 refers to "the imaging device" in lines 4 and 7. It is unclear whether these 
limitations are referring to the imaging device introduced in line 1 or the imaging device introduced 
in lines 2-3. The examiner's best understanding is that the imaging devices introduced in lines 1 and 
2-3 were intended to be the same imaging device. The examiner will treat the claims on the merits 
as best understood. 

Claims 2-11 depend from claim 1 and are rejected for the same reasons. 

Claims 13 and 14 are directed to a "computer usable medium" for execution by a processor 
to "perform a method" comprising certain steps. Computer usable mediums are generally 
considered "manufactures" under 35 USC 101. Methods are generally considered "processes" under 
35 USC 101. It is unclear which statutory category of invention under 35 USC 101 these claims fall 
under. 
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Claim Objections 

Claim 14 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. Claim 14 further limits the "method of claim 13", but does not 
require the computer-usable medium of claim 13. Therefore, claim 14 fails the infringement test for 
proper dependent claims. See MPEP 608.01 (n). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-11 and 13-20 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent No. 6,021,429 to Danknick ("Danknick"). 

As per claim 1, Danknick teaches an imaging device comprising: 

an image generator (print engine), wherein the image generator is a print engine internal to 
an imaging device (printer 17) (figure 2; column 5, line 45 - column 6, line 49); 

a network interface (30), wherein the network interface is adapted to couple the imaging 
device (print engine) to a network (LAN) (figure 2; column 5, line 45 — column 6, line 49); and 



Application/Control Number: 09/989,967 Page 5 

Art Unit: 2153 

a controller (NEB) coupled to the network interface (30) and the image generator (print 
engine), wherein the controller is internal to the imaging device (printer 17) and is adapted to store a 
list of other imaging device network addresses (addresses of printers, copiers, fax machines, etc.) 
(column 7, line 45 — column 8, line 28). 

As per claim 2, Danknick teaches the imaging device of claim 1, wherein the list of other 
imaging device network addresses further comprises a list of other imaging device network 
addresses, where the other imaging devices are similar to the imaging device (column 7, line 45 - 

b 

column 8, line 28). 

As per claim 3, Danknick teaches the imaging device of claim 1, wherein the list of other 
imaging device network addresses further comprises imaging device supplemental information 
(column 7, line 45 - column 8, line 28). 

As per claim 4, Danknick teaches the imaging device of claim 1, wherein the controller 
(NEB) is adapted to store a list of other network addresses in a register (column 7, line 45 — column 
8, line 28). 

As per claim 5, Danknick teaches the imaging device of claim 1, wherein the controller 
(NEB) further comprises an embedded webserver (column 8, lines 29-64). 

As per claim 6, Danknick teaches the imaging device of claim 1, wherein the list of other 
network addresses is a sequential list (column 7, line 45 - column 8, line 28). 
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As per claim 7, Danknick teaches the imaging device of claim 1 , wherein the controller 
(NEB) is adapted to discover the list of other network addresses (column 9, line 50 - column 11, 
line 67). 

As per claim 8, Danknick teaches the imaging device of claim 7, wherein discovering the list 
of other network addresses further comprises pinging network addresses (column 10, lines 25-45). 

As per claim 9, Danknick teaches the imaging device of claim 7, wherein discovering the list 
of other network addresses is scheduled to occur at specific times (expiration times) (column 10, 
lines 25-45). 

As per claim 10, Danknick teaches the imaging device of claim 7, wherein a history list of 
previously valid network addresses is utilized in discovering the list of other network addresses 
(column 10, lines 25-45). 

As per claim 11, Danknick teaches the imaging device of claim 1, wherein a network device 
at a network address notifies the imaging device when the network device comes online (imaging 
devices operating as slaves) (column 12, line 1 - column 13, line 4). 

As per claim 13, Danknick teaches a computer-usable medium having computer readable 
instructions stored thereon for execution by a processor of an imaging device to perform a method 
comprising: 
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determining a list of network addresses for other imaging devices similar to a first imaging 
device, wherein the first imaging device contains a print engine (column 5, line 45 — column 6, line 
49); 

storing the list of network addresses on the first imaging device (column 5, line 45 — column 
6, line 49); and 

communicating with the other similar imaging devices by referring to the list of network 
addresses for the other imaging devices (column 5, line 45 — column 6, line 49). 

As per claim 14, Danknick teaches the method of claim 13, wherein determining the list of 
other network addresses for other imaging devices similar to the first imaging device further 
comprises discovering the network addresses for other imaging devices similar to the first imaging 
device (column 9, line 50 - column 11, line 67). 

As per claim 15, Danknick teaches a method of operating an imaging device, the method 
comprising: 

determining a list of network addresses for other imaging devices similar to a first imaging 
device, wherein the first imaging device contains a print engine (column 5, line 45 - column 6, line 
49); 

storing the list of network addresses on the first imaging device (column 5, line 45 — column 
6, line 49); and 

referring to the list of network addresses of other imaging devices for communication 
between imaging devices (column 5, line 45 — column 6, line 49). 
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As per claim 16, Danknick teaches the method of claim 15, wherein determining the list of 
network addresses for other imaging devices similar to the first imaging device further comprises 
discovering the network addresses for other imaging devices similar to the first imaging device 
(column 5, line 45 - column 6, line 49). 

As per claim 17, Danknick teaches the method of claim 16, wherein discovering the list of 
other network addresses further comprises pinging network addresses (column 10, lines 25-45). 

As per claim 1 8, Danknick teaches the method of claim 1 5, further comprising: 

notifying the first imaging device when an imaging device associated with a network address 

of the list of network addresses for other imaging devices comes online (imaging devices operating 

as slaves) (column 12, line 1 - column 13, line 4). 

As per claim 19, Danknick teaches the method of claim 16, further comprising storing 
additional information on each imaging device associated with the list of network addresses of other 
similar imaging devices wherein the additional information is imaging device supplemental 
information (column 7, line 45 — column 8, line 28). 

As per claim 20, Danknick teaches the method of claim 15, further comprising: 
directing the communication between the first imaging device and other similar imaging 

devices (controlling the NEB) with a webserver embedded in the first imaging device (column 8, 

lines 29-64). 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. EP Publication No. 843,440 comprises the same disclosure as US Patent No. 6,021,429. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Philip S. Scuderi whose telephone number is (571) 272-5865. The examiner 
can normally be reached on Monday-Friday 9:00 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Glenton B. Burgess can be reached on (571) 272-3949. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-directuspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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